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DETAILED ACTION 

1 . This action is responsive to the Request for Continued Examination and the 
Amendment filed on September 21 , 2005. 

2. Claims 1, 12, 14, and 16 have been amended. 

3. Claims 1, 2, 4-6, 12-14, 16, 17, 19, 21, 22, and 24 have been examined and are 
pending with this action. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 12 and 13 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Duphorne (US 6,212,265 B1). 

As per claim 12, Duphorne teaches a method for delivering a notification of an 



email arrival to a shared broadband appliance, said method comprising: receiving a 
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message on an application server, said message including at least an email addressee 
(see col.1, lines 19-21 and col. 3, lines 60-63); looking up the email addressee in a 
database to identify an internet protocol address and a user name associated with the 
email addressee (see col .4, lines 32-47), the internet protocol address associated with 
the shared broadband appliance (see col. 9, lines 14-19); and sending an instruction 
from the application server to the shared broadband appliance based on the internet 
protocol address (see col.4, lines 8-13), said instruction including at least the user name 
and directing the broadband appliance to display a notice directed to the user name 
(see col.4, lines 24-31 & 35-47). 

As per claim 13, Duphorne further teaches wherein the message further includes 
a sender email address and the instruction further directing the broadband appliance to 
display the sender address (see col. 8, lines 28-33). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1, 2, 4-6, 14, 16, 17, 19, 21, 22, and 24 are rejected under 35 U.S.C. 

103(a) as being unpatentable over Duphorne (US 6,212,265 B1) in view of Brachman et 

al. (US 6,374,102 B1). 
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INDEPENDENT: 

As per claim 1 f Duphorne teaches a method for delivering a distinctive 
notification of an email arrival to a telephone customer premises equipment, said 
method comprising: 

receiving a message on an application server, said message including at least an 
email addressee (see col.1, lines 19-21 and col. 3, lines 60-63); 

looking up the email addressee in a database to identify at least a subscriber 
directory number associated with the email addressee (see col. 10, line 52 to col.1 1 , line 
2); 

retrieving a distinctive ring tone (see col.1 0, lines 15-24); 

sending an instruction from the application server (see col .4, lines 8-13), said 
instruction including at least the subscriber directory number (see col.1 0, lines 58-62) 
and a distinctive ring tone (see col.1 0, lines 15-24); 

causing a network node to initiate a call to the subscriber directory number (see 
col. 10, line 66 to col.1 1 , line 2); and 

sending a signal to the telephone customer premises equipment (see col .2, lines 
38-42 and col.1 1, lines 2-14) to provide the distinctive notification to the email 
addressee of the email arrival (see col.4, line 44 and col.1 0, lines 15-24). 

Duphorne does not explicitly teach wherein the ring tone is selected by the email 
addressee from multiple ring tones associated with the directory number, to provide a 
distinct notification despite different email addresses associated with the directory 
number. Brachman teaches of a ring tone that is selectable from multiple ring tones 



Application/Control Number: 09/963,483 Page 5 

Art Unit: 2155 

associated with the directory number, to provide a distinct notification (see col.75, lines 
9-52). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to employ the teachings of Brachman within the method of 
Duphorne by implementing a distinctive ring tone selectable from multiple ring tones 
associated with a directory number to provide a distinct notification within the method for 
delivering a distinctive notification of an email arrival to a telephone customer premises 
equipment because similar to distinguishing different ring tones for many directory 
numbers (see Brachman: col. 7, lines 45-50), such an implementation allows customers 
to distinguish among a plurality of email addresses since most customers have more 
than one email address (personal email and work email). 

As per claim 14, Duphorne teaches a method for delivering a distinctive 
notification of an email arrival to a telephone customer premises equipment, said 
method comprising: 

receiving a message on an application server, said message including at least an 
email addressee (see col.1, lines 19-21 and col.3, lines 60-63); 

looking up the email addressee in a database to identify at least a subscriber 
directory number associated with the email addressee (see col. 10, line 52 to col.1 1 , line 
2); 

retrieving a distinctive ring tone (see col.1 0, lines 15-24); 
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sending an instruction, said instruction including at least the subscriber directory 
number (see col. 10, lines 58-62) and the distinctive ring tone (see col. 10, lines 15-24), 
from the application server to a network node capable of initiating a telephone call (see 
col.4 t lines 8-13); and 

causing the network node to initiate the telephone call to the subscriber directory 
number (see col. 10, line 66 to col .11, line 2). 

Duphorne does not explicitly teach wherein the distinctive ring tone is selected by 
the email addressee from multiple ring tones associated with the subscriber directory 
number, to provide a distinct notification despite different email addresses associated 
with the subscriber directory number. Brachman teaches of a ring tone that is 
selectable from multiple ring tones associated with the subscriber directory number, to 
provide a distinct notification (see col.75, lines 9-52). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to employ the teachings of Brachman within the method of 
Duphorne by implementing a distinctive ring tone selectable from multiple ring tones 
associated with a subscriber directory number to provide a distinct notification within the 
method for delivering a distinctive notification of an email arrival to a telephone 
customer premises equipment because similar to distinguishing different ring tones for 
many directory numbers (see Brachman: col .7, lines 45-50), such an implementation 
allows customers to distinguish among a plurality of email addresses since most 
customers have more than one email address (personal email and work email). 
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As per claim 19, Duphorne teaches a system for delivering a distinctive 
notification of an email arrival, said system comprising: 

a server receiving a message, the message including at least an email 
addressee (see col.1, lines 19-21 and col. 3, lines 60-63); 

a database looking up the email addressee to identify a subscriber directory 
number and a distinctive ring tone (see col. 10, lines 15-24) associated with the email 
addressee (see col. 10, line 52 to col .11, line 2); and 

a network node receiving the subscriber directory number in an instruction to 
initiate a call to the subscriber directory number (see col. 10, line 66 to col.1 1 , line 2), 
wherein the call provides the distinctive notification (see col.4, line 44 and col.1 0, lines 
15-24) of the arrival of the email (see col.2, lines 38-42 and col.1 1, lines 2-14). 

Duphorne does not explicitly teach wherein the distinctive ring tone is selected by 
the email addressee from multiple ring tones associated with the subscriber directory 
number, to provide a distinct notification despite different email addresses associated 
with the subscriber directory number. Brachman teaches of a ring tone that is 
selectable from multiple ring tones associated with the subscriber directory number, to 
provide a distinct notification (see col. 75, lines 9-52). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to employ the teachings of Brachman within the system of 
Duphorne by implementing a distinctive ring tone selectable from multiple ring tones 
associated with a subscriber directory number to provide a distinct notification within the 
method for delivering a distinctive notification of an email arrival because similar to 
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distinguishing different ring tones for many directory numbers (see Brachman: col.7 ? 
lines 45-50), such an implementation allows customers to distinguish among a plurality 
of email addresses since most customers have more than one email address (personal 
email and work email). 

DEPENDENT: 

As per claim 2, Duphorne further teaches wherein the telephone customer 
premises equipment comprises a telephone device (see col.7, lines 20-22). 

As per claim 4, Duphorne further teaches wherein the telephone customer 
premises equipment comprises a caller-id display device (see Fig.1, #20 and col.3, lines 
48-59). 

As per claims 5 and 21, Duphorne further teaches wherein the signal or the 
instruction comprises a text message for display on the caller-id display device (see 
col.3, lines 48-59). 

As per claims 6, 17 and 22, Duphorne further teaches wherein the step of 
looking up the email addressee in a database further comprises identifying a user name 
associated with the email addressee (see col .4, lines 35-47). 

As per claim 16, Duphorne further teaches wherein sending the instruction 
comprises sending a code indicating the distinctive ring tone for the call. 

As per claim 24, Duphorne teaches of further comprising a mail server receiving 
the email (see col .2, lines 21-24). 
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Response to Arguments 

6. Applicant's arguments with respect to claims 12 and 13 have been fully 
considered but they are not persuasive. Duphorne clearly teaches the claimed 
limitation of "the internet protocol address associated with the shared broadband 
appliance". Not only is such limitation inherent since Duphorne teaches throughout the 
specification of transmitting a "CallerlD-compatible email notification signal" to the user's 
"notification device 20" (see col. 4, lines 20-24; col.6, lines 15-18; and col.9, lines 10-25), 
but Duphorne explicitly teaches of "whose Internet address is stored... of the user 
notification database 14c" (see col.9, lines 14-19). Clearly, without the address of the 
broadband appliance, the email notification signal would either not be delivered or 
delivered to the wrong address which clearly teaches away from Duphorne's teaching of 
transmitting a "CallerlD-compatible email notification signal" to the user's "notification 
device 20". 

7. In response to applicant's argument regarding claims 1, 14, and 19, that there is 
no suggestion to combine the references, the examiner recognizes that obviousness 
can only be established by combining or modifying the teachings of the prior art to 
produce the claimed invention where there is some teaching, suggestion, or motivation 
to do so found either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art. See In re Fine, 837 F. 2d 1071 , 5 
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USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. 
Cir. 1992). 

In this case, it is not uncommon for email users to have more than two email 
addresses. Such knowledge is generally available and known to one of ordinary skill in 
the art. By incorporating the teachings of Brachman within the system of Duphorne, it 
allows customers to incorporate multiple email addresses and gives the user the ability 
to distinguish the email reception among a plurality of email addresses, which ultimately 
gives the customer greater control and flexibility. 

8. For the reasons above claims 1,2,4-6, 12-14, 16, 17, 19, 21, 22, and 24 have 
been rejected and remain pending. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Y. Won whose telephone number is 571-272- 
3993. The examiner can normally be reached on M-Th: 7AM-5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Saleh Najjar can be reached on 571-272-4006. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Michael Won 




